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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )KI Responsive to communication(s) filed on 12 December 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 
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DETAILED ACTION 

Response to Amendment 

1. In response to the Amendment received on December 12, 2008, the 
examiner has carefully considered the amendments. The examiner 
acknowledges the cancellation of claims 1 and 17. 

Response to Arguments 

1. Applicant's arguments filed 12/12/2008 have been fully considered but they are not fully 
persuasive. The examiner is aware in the last office action that claim 5 was indicated allowable 
if rewritten in independent form; however the examiner has now been made of a court case In re 
Mochel (CCPA) 179 USPQ 194, which stated that the term "up to" includes zero (0) as a lower 
limit. Thus, the newly amended claim 5 is interpreted as having zero inorganic resinate. 
Therefore the rejections as previously applied still stand in view that the composition can have 
no inorganic resinate. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 
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4. Claims 4-5, 8, 10-11, 13-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over De Voeght (7,141,104) as evidenced by Shimura et al (4,492,056) and Roth et al 
(5,899,084) in view of Hirasaetal (2003/0166742) and EP 1223201. 

De Voeght teaches a method of jetting a composition onto a substrate via an inkjet 
printing system. Said composition can be printed onto plastic substrates-see examples and 
column 19, lines 10. The composition is a water-based ink composition comprising 0.5 to 20% 
of a pigment, such as carbon black, 0.1 to 10% of a polyvinyl pyrrolidone, a monomer or an 
oligomer, such as trimethylolpropane triacrylate, which is UV and thermally curable, a 
photoinitiator, a polyacrylate resin, a humectant such as ethylene glycol and water, wherein 
carbon black is a conductive material as evidenced by Shimura et al-see column 4, lines 1-3 of 
Shimura et al. The particles sizes of the pigment as taught by De Voeght are from 0.005 
microns to 15 microns, preferably from 0.005 to 5 micron, and most preferably from 0.005 to 1 
micron. 

De Voeght differs from the instant invention because while teaching the average 
particles size (D50) as instantly claimed, does not specifically teach that the overall particle size 
(D100) does not exceed 5 microns as found in the instant claims. However, at the time of the 
invention it was known, from the teaching of Hirasa et al that in inkjet ink compositions, pigment 
particles sizes of 5 microns helps with stability of the pigment dispersion in the ink composition, 
as well as, stability during jetting performance, i.e., will not clog the jetting nozzle over time. The 
combination of De Voeght and Hirasa et al are combinable because they are 1) from the same 
field of endeavor, that is the art of inkjet ink composition that are inkjet ink printable and 2) 
pertinent to the same problem, that is pigment dispersion stability, as well as, jetting stability of 
the ink composition. Therefore again the examiner reasons that it would have been obvious at 
the time of the invention to a skilled artisan to utilize a pigment, in an ink jet ink composition 
such as taught by De Voeght, not having an overall pigment particles size be larger than 5 
microns, as suggest by Hirasa et al. The motivation would have been a reasonable expectation 
of producing an inkjet ink composition having good dispersion stability, as well as, stable jetting 
performance in the absence of evidence to the contrary and/or unexpected results. 

Regarding the limitation of maintaining the stability for 24 hours, it is deemed that the 
combined teaches of De Voeght and Hirasa et al or the teachings of De Voeght alone teach 
stability of the ink composition during making of the ink, as well as, during printing of said ink 
and because one usually does not make an inkjet ink composition right before using said ink in 



Application/Control Number: 10/775,848 
Art Unit: 1796 



Page 4 



a printer, the ink must be stable for prolonged periods of time, such as 24 hours and above. 
The limitation is deemed to be read in the reference. However, since the Patent office is not 
equipped to conduct experimentation in order to determine whether Applicant's composition 
differs and, if so, to what extent, from the discussed reference(s). Therefore, with the showing 
of the reference, the burden of establishing non-obviousness by objective evidence is shifted to 
the Applicants. 

De Voeght differs from the instant invention because, while teaching the viscosity of the 
ink is adjustable to 30 mPa*s or less, preferably 20 mPa*s or less, fails to teach at what 
temperature the viscosity is measured. However, at the time of the invention it was/is known 
that viscosities from 1-25 cps at 25 °C are need to allow for use in most conventional ink jet 
printers, as evidenced by Roth et al. De Voeght and Roth et al, as well as Hirasa et al, are 
analogous art because they are from the same field of endeavor that is the art of ink jet ink 
compositions designed to be printed from ink jet printers. Therefore the examiner deems that 
one of ordinary skill in the art at the time of the invention would have found it obvious to 
measure the viscosity taught by De Voeght at 25 °C as suggested by Roth. The motivation 
would reasonable expectation of success for printing the ink of De Voeght in a conventional ink 
inkjet printer in the absence of evidence to the contrary and/or unexpected results. 

De Voeght differs from the instant invention because De Voeght does not set forth a 
firing step. However, at the time of the invention, it was known that firing an ink jet ink 
composition once printed onto substrates, such as glass, metals, and/or ceramics, helps to 
set/fuse the ink to the substrate, as taught by EP 1223201. De Voeght and EP 1223201 are 
analogous art because they are from the same field of endeavor that is the art of ink jet ink 
composition to be printed via ink jet ink processes Thus, the examiner deems that one of 
ordinary skill in the art at the time the invention was made would have found it obvious to use a 
firing step as taught by EP 1223201 to fuse the ink as taught by De Voeght, to the substrate 
with a reasonable expectation of success in the absence of evidence to the contrary and/or 
unexpected results. 

5. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over De Voeght 
(7,141,104) as evidenced by Shimura et al (4,492,056) and Roth et al (5,899,084) in view of 
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Hirasa et al (2003/0166742) and EP 1223201 as applied to claims 1, 4, 8, 10-11, 13-17 above, 
and further in view of Grant et al (6,555,205) or Kodas et al (2003/017541 1). 

De Voeght which is described in the above rejection differs from the claimed invention 
since De Voeght does not expressly teach treating the substrate to change its surface tension. 
However, it is known that pretreating substrates with surfactants/wetting agents will lower the 
surface tension, which in ink jetted composition reduces the spreading of the composition 
(bleeding of the ink), as well as, enhancing the adhesion of the coating/ink to the substrate, as 
taught by both Grant et al (column 3, lines 50-58) and Kodas et al (page 30 to 31, section 
[0365]. De Voeght, Grant et al and Kodas et al are analogous art because they are from the 
same field of endeavor that is the art of ink jet ink composition to be printed via ink jet ink 
processes. Therefore the examiner deems that one of ordinary skill in the art at the time of the 
invention would have been motivated to pre-treat a substrate to be printed with an ink prior to 
printing, as suggest by Grant et al and Kodas et al. 

Allowable Subject Matter 

6. Claims 18 and 19 are allowed. 

7. The following is an examiner's statement of reasons for allowance: the prior art, alone or 
in combination, fails to teach and or fairly suggest a method for depositing an ink jet printable 
composition onto a substrate, wherein the composition comprising a conductive materials (claim 
18) in amounts from 1-60 wt% as found in instant claim 19 in a dispersion with 1 to 10 wt% of a 
polyvinyl pyrrolidone, wherein the dispersion has the defined particle sizes and wherein said ink 
composition further comprises a UV or thermally curable monomer. 

Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the 
issue fee. Such submissions should be clearly labeled "Comments on Statement of Reasons 
for Allowance." 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Sanza L. McClendon whose telephone number is (571) 272-1074. The 
examiner can normally be reached on Monday through Friday 7:30-4:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571) 272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Sanza L McClendon/ 
Primary Examiner, 
Art Unit 1796 
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